
UNITED STATES DISTRICT COURT FOR
THE EASTERN DISTRICT OF VIRGINIA

(Alexandria Division)

TRIANTAFYLLOS T AFAS,

Plaintiff,

v. CIVIL ACTION: 1:07cv846 (JCC/TRJ)
and Consolidated Case (below)

JON W. DUDAS, in his offcial capacity as Under-
Secretary of Commerce for Intellectual Property and
Director of the United States Patent and Trademark
Offce, and the UNITED STATES PATENT AND
TRAEMAR OFFICE,

Defendants.

SMITHKLINE BEECHAM CORPORATION,

Plaintiff,

v.

JON W. DUDAS, in his offcial capacity as Under-
Secretary of Commerce for Intellectual Property and
Director of the United States Patent and Trademark
Offce, and the UNITED STATES PATENT AND
TRAEMAR OFFICE,

Defendants.

PLAINTIFF TRIANTAFYLLOS TAFAS' OBJECTION TO MAGISTRATE
JONES' MEMORANDUM OPINION AND ORDER DENYING TAFAS'

MOTION TO COMPEL AND QUASHING TAFAS' NOTICES
FOR DEPOSITIONS OF SENIOR US PTO OFFICIALS

Pursuant to Rule 72 of the Federal Rules of Civil Procedure, the Plaintiff, Triantafyllos

Tafas ("Tafas"), respectfully submits this Objection to Magistrate Thomas Rawles Jones, Jr.'s

Memorandum Opinion and Order dated November 28, 2007 (the "Ruling") denying, inter alia,

Tafas' motion to compel a complete administrative record and privilege log dated November 21,

2007 (No. 80) and granting Defendants' motion for the issuance of a summary judgment briefing

schedule dated November 9,2007 (No. 60), which included a request to quash Tafas' notices to
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take the depositions of four (4) senior USPTO officials involved in the rule-making at issue in

this action.

As set forth more particularly in Tafas' supporting memorandum oflaw filed along

herewith, Magistrate Jones' Ruling should be reversed because it is clearly erroneous and

contrary to law.

First, the Court erred in declining to compel Defendants to produce all documents and

information that were considered, directly or indirectly, by the United States Patent & Trademark

Office ("USPTO") in proposing and promulgating the new rules at issue in this action (the

"Rules"). The relief sought by Tafas was simply intended to insure that a complete

administrative record was before the Court before the parties proceeded to summary judgment

and encompasses nothing more than what the USPTO was supposed to include in the

administrative record in the first place.

Second, the Court erred in declining to require Defendants to substantiate their claims of

deliberative process privilege and attorney-client privilege by producing a privilege log based on

the erroneous legal conclusion that privileged documents are not part of the administrative record

in the first place. Magistrate Jones adopted a view of the law espoused by the USPTO's

attorney that is directly contrary to the Department of Justice's own internal guidance on this

issue and, more importantly, sets a dangerous and sweeping precedent that in the rule-making

context governental agencies may withhold or redact from the administrative record any

information or documents that the agency deems as privileged (in this case potentially amounting

to thousands of documents) and that such subjective (and potentially self-serving) agency

decisions are totally immune from judicial review or challenge by the regulated public.

Third, Tafas demonstrated with specificity numerous obvious "holes" in the
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administrative record screaming out for further inquiry (both through supplementation of the

record and through the requested depositions). It is well established in numerous precedents

that were submitted to the Court that an incomplete or "cherry picked" administrative record is a

valid reason to permit discovery in an AP A case. Nonetheless, Magistrate Jones was again

seemingly willing to suspend any reasonable disbelief and -- as was the case with the privilege

issue -- was overly deferential to the USPTO's ipse dixit certification that the record was

complete. As is reflected in the transcripts, Magistrate Jones was seemingly operating under the

misapprehension that so long as the record is fairly substantial it is not imperative that it be

complete. Again, this is not the law. Tafas is entitled to the complete record.

Fourth, Tafas submitted compelling evidence and a prima 
facie case of 

bad faith in the

form of agency inconsistent statements and in terms of apparent wholesale and massive

withholding of internal documents from the administrative record sufficient to warrant

depositions to explore these incongruities. Magistrate Jones, however, reasoned that if Tafas'

bad claims were "already demonstrated" then in such case a speculative search for "additional

evidence" would somehow be improper or perhaps unnecessarily cumulative. Of course, Tafas

should be able to put on the strongest case he is capable of making and respectfully submits that

he should have been permitted some reasonable latitude to pursue additional evidence supportive

of his claims.

Finally, Magistrate Jones did not specifically address Tafas' detailed argument that he is

entitled to discovery on his constitutional claims. Tafas respectfully submits that the Court erred

in not permitting Tafas to take limited and reasonable discovery in aid of his constitutional

claims.

WHEREFORE, for all the foregoing reasons, as well as the reasons set forth in Plaintiffs
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supporting memorandum of law, Plaintiff respectfully moves the Court to reverse the Ruling; to

order Defendants to produce any and all documents or information directly or indirectly relied by

Defendants upon as part of the rule-making; to order Defendants to provide a detailed privilege

log with respect to all claims of privilege; deny Defendants' motion to quash the depositions;

stay the summary judgment filing deadline by thirty (30) days to afford a reasonable but limited

amount of time for discovery; remand this matter to Magistrate Jones for further proceedings

consistent with the Court's ruling, along with such other, furher and different relief as the Court

deems just, equitable and proper. A proposed Order is attached hereto as Exhibit A.

Respectfully submitted,

/s/ Joseph D. Wilson
Joseph D. Wilson (VSB # 43693)
Joanna Baden-Mayer (VSB # 67920)
Steven J. Moore, Esq. (pro hac vice)
James E. Nealon, Esq. (pro hac vice)
KELLEY DRYE & WARRN LLP
Washington Harbor, Suite 400
3050 K Street, NW
Washington, DC 20007
Telephone: (202) 342-8400
Facsimile: (202) 342-8451
E-mail: iwilson(qkelleydrye.com

jbaden-mayer~kelleydrye.com
smoore~kelleydrye.com
inealon(qkelleydrye.com

Counsel for Plaintif Triantafyllos Tafas

Of Counsel:

William R. Golden Jr., Esq.
KELLEY DRYE & WARRN LLP
101 Park Avenue
New York, New York 10178-0002
Telephone: (212) 808-7992
Facsimile: (212) 808-7897
E-mail: wgolclen~kelleydrye.com

Dated: December 7, 2007
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CERTIFICATE OF SERVICE

I hereby certify that on December 7,2007, I electronically filed the foregoing with the
Clerk of the Court using the CMÆCF system, which will send a notification of such filing (NF) to the
following:

Elizabeth Marie Locke
Kirkland & Ellis LLP
655 15th Street, NW
Suite 1200
Washington, DC 20005
Email: ~lockt_(0k-ir_k-l~nCl_ÇQm

Craig Crandell Reily
Richard McGettingan Reily & West PC
1725 Duke Street
Suite 600
Alexandria, VA 22314
Email: çraig.r.çiJJ.(á;.rmrwlaw.com

Daniel Sean Trainor

Kirkland & Ellis LLP
655 15th Street NW,

Suite 1200
Washington, DC 20005
Emai1: dtrainor(ä)kirkland.com

Counsel for Plaintif SmithKline Beecham Corp.

d/b/a GlaxoSmithKline, SmithKline Beecham PLC,
and Glaxo Group Limited, d/b/a GlaxoSmithKline

Thomas J. O'Brien
Morgan, Lewis & Bockius
1111 Pennsylvania Avenue, NW
Washington, DC 20004
Email: to.brien~morganlewis.com

Counsel for Putative Amicus American Intellectual
Property Lawyers Association

Dawn-Marie Bey
Kilpatrck Stockton LLP
700 13th Street NW
Suite 800
Washington, DC 20005
Emai1: dbey(d;kslaw.com

Counsel for Putative Amicus Hexas, LLC, The
Roskamp Institute, Tikvah Therapeutics, Inc.
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James Murhy Dowd
Wilmer Cutler Pickering Hale & Dorr LLP
1455 Pennsylvania Avenue NW
Washington, DC 20004
Email: iames.dowd(á).wilmerhale.com

Counsel for Putative Amicus Pharmaceutical
Research and Manufacturers of America

Randall Karl Miler
Arold & Porter LLP

1600 Tysons Blvd
Suite 900
McLean, VA 22102
Email: randall millei:í£fuporteLcom

Counsel for Putative Amicus Biotechnology
Industry Organization

Rebecca M. Carr
Pilsbur Winthrop Shaw Pittman, LLP

2300 N Street, NW
Washington, DC 20037
Rebecca.carr(q¿pillsburvlaw.com

Scott J. Pivnick
Pilsbur Winthrop Shaw Pittan

1650 Tysons Boulevard
McLean, Virginia 22102-4856
Scott. -pi vnick(à)pilsbury law. com

Counsel for Putative Amicus Elan
Pharmaceuticals, Inc.

Lauren A. Wetzler
Assistant United States Attorney
Justin W. Wiliams U.S. Attorney's Building
2100 Jamieson Avenue
Alexandria, Virginia 22134
Tel: (703) 299-3752
Fax: (703) 299-3983
Lauren. Wetz1er(á;,usdo; .gov

Counsel for All Defendants
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Isl Joanna Baden-Mayer
Joanna Baden-Mayer (VSB # 67920)
KELLEY DRYE & WARRN LLP
Washington Harbor, Suite 400
3050 K Street, NW
Washington, DC 20007
Telephone: (202) 342-8400
Facsimile: (202) 342-8451
E-mail: ibaden-mayer~kclleydrye.com

Counsel for Plaintif Triantafyllos Tafas
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