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and tribal governments, in the aggregate, 
or by the private sector, of 100 million 
dollars or more in any one year, and it 
will not significantly or uniquely affect 
small governments. Therefore, no 
actions are necessary under the 
provisions of the Unfunded Mandates 
Reform Act of 1995. See 2 U.S.C. 1501 
et seq. 

L. National Environmental Policy Act 
This rule making will not have any 

effect on the quality of environment and 
is thus categorically excluded from 
review under the National 
Environmental Policy Act of 1969. See 
42 U.S.C. 4321 et seq. 

M. National Technology Transfer and 
Advancement Act 

The requirements of section 12(d) of 
the National Technology Transfer and 
Advancement Act of 1995 (15 U.S.C. 
272 note) are inapplicable because this 
rule making does not contain provisions 
which involve the use of technical 
standards. 

N. Paperwork Reduction Act 
This final rule involves information 

collection requirements which are 
subject to review by the Office of 
Management and Budget (OMB) under 
the Paperwork Reduction Act of 1995 
(44 U.S.C. 3501 et seq.). The collection 
of information involved in this final rule 
has been reviewed and approved by 
OMB under OMB control number 0651– 
0031. This final rule provides that: (1) 
A third or subsequent continuation or 
continuation–in–part application or any 
second or subsequent request for 
continued examination must include a 
showing that the amendment, argument, 
or evidence sought to be entered could 
not have been submitted prior to the 
close of prosecution after a first and 
second continuation or continuation– 
in–part application and a request for 
continued examination; (2) an 
application that contains or is amended 
to contain more than five independent 
claims or more than twenty–five total 
claims must include an examination 
support document under 37 CFR 1.265 
that covers each claim (whether in 
independent or dependent form) before 
the issuance of a first Office action on 
the merits; and (3) multiple applications 
that have the same claimed filing or 
priority date, substantial overlapping 
disclosure, a common inventor, and a 
common assignee must include either 
an explanation of how the claims are 
patentably distinct, or a terminal 
disclaimer and explanation of why 
patentably indistinct claims have been 
filed in multiple applications. The 
United States Patent and Trademark 

Office has resubmitted an information 
collection package to OMB for its review 
and approval because the changes in 
this notice do affect the information 
collection requirements associated with 
the information collection under OMB 
control number 0651–0031. 

The title, description and respondent 
description of the information collection 
under OMB control number 0651–0031 
is shown below with an estimate of the 
annual reporting burdens. Included in 
the estimate is the time for reviewing 
instructions, gathering and maintaining 
the data needed, and completing and 
reviewing the collection of information. 

OMB Number: 0651–0031. 
Title: Patent Processing (Updating). 
Form Numbers: PTO/SB/08, PTO/SB/ 

17i, PTO/SB/17p, PTO/SB/21–27, PTO/ 
SB/24B, PTO/SB/30–32, PTO/SB/35–39, 
PTO/SB/42–43, PTO/SB/61–64, PTO/ 
SB/64a, PTO/SB/67–68, PTO/SB/91–92, 
PTO/SB/96–97, PTO–2053–A/B, PTO– 
2054–A/B, PTO–2055–A/B, PTOL– 
413A. 

Type of Review: Approved through 
September of 2007. 

Affected Public: Individuals or 
households, business or other for-profit 
institutions, not-for-profit institutions, 
farms, Federal Government and State, 
Local and Tribal Governments. 

Estimated Number of Respondents: 
2,508,139. 

Estimated Time Per Response: 1 
minute and 48 seconds to 24 hours. 

Estimated Total Annual Burden 
Hours: 3,724,791 hours. 

Needs and Uses: During the 
processing of an application for a 
patent, the applicant or applicant’s 
representative may be required or desire 
to submit additional information to the 
United States Patent and Trademark 
Office concerning the examination of a 
specific application. The specific 
information required or which may be 
submitted includes: information 
disclosure statement and citation, 
examination support documents, 
requests for extensions of time, the 
establishment of small entity status, 
abandonment and revival of abandoned 
applications, disclaimers, appeals, 
petitions, expedited examination of 
design applications, transmittal forms, 
requests to inspect, copy and access 
patent applications, publication 
requests, and certificates of mailing, 
transmittals, and submission of priority 
documents and amendments. 

Comments are invited on: (1) Whether 
the collection of information is 
necessary for proper performance of the 
functions of the agency; (2) the accuracy 
of the agency’s estimate of the burden; 
(3) ways to enhance the quality, utility, 
and clarity of the information to be 

collected; and (4) ways to minimize the 
burden of the collection of information 
to respondents. 

Interested persons are requested to 
send comments regarding these 
information collections, including 
suggestions for reducing this burden, to: 
(1) The Office of Information and 
Regulatory Affairs, Office of 
Management and Budget, New 
Executive Office Building, Room 10202, 
725 17th Street, NW., Washington, DC 
20503, Attention: Desk Officer for the 
Patent and Trademark Office; and (2) 
Robert A. Clarke, Director, Office of 
Patent Legal Administration, 
Commissioner for Patents, P.O. Box 
1450, Alexandria, VA 22313–1450. 

Notwithstanding any other provision 
of law, no person is required to respond 
to nor shall a person be subject to a 
penalty for failure to comply with a 
collection of information subject to the 
requirements of the Paperwork 
Reduction Act unless that collection of 
information displays a currently valid 
OMB control number. 

List of Subjects in 37 CFR Part 1 

Administrative practice and 
procedure, Courts, Freedom of 
Information, Inventions and patents, 
Reporting and recordkeeping 
requirements, Small Businesses. 
� For the reasons set forth in the 
preamble, 37 CFR part 1 is amended as 
follows: 

PART 1—RULES OF PRACTICE IN 
PATENT CASES 

� 1. The authority citation for 37 CFR 
part 1 continues to read as follows: 

Authority: 35 U.S.C. 2(b)(2). 
� 2. Section 1.17 is amended by revising 
paragraph (f) to read as follows: 

§ 1.17 Patent application and 
reexamination processing fees. 

* * * * * 
(f) For filing a petition under one of 

the following sections which refers to 
this paragraph: $400.00 

§ 1.36(a)—for revocation of a power of 
attorney by fewer than all of the 
applicants. 

§ 1.53(e)—to accord a filing date. 
§ 1.57(a)—to accord a filing date. 
§ 1.78(d)(1)(vi)—for a continuing 

application not provided for in 
§§ 1.78(d)(1)(i) through (d)(1)(v). 

§ 1.114(g)—for a request for continued 
examination not provided for in 
§ 1.114(f). 

§ 1.182—for decision on a question 
not specifically provided for. 

§ 1.183—to suspend the rules. 
§ 1.378(e)—for reconsideration of 

decision on petition refusing to accept 
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delayed payment of maintenance fee in 
an expired patent. 

§ 1.741(b)—to accord a filing date to 
an application under § 1.740 for 
extension of a patent term. 
* * * * * 
� 3. Section 1.26 is amended by revising 
paragraphs (a) and (b) to read as follows: 

§ 1.26 Refunds. 
(a) The Director may refund any fee 

paid by mistake or in excess of that 
required. Except as provided in § 1.117 
or § 1.138(d), a change of purpose after 
the payment of a fee, such as when a 
party desires to withdraw a patent filing 
for which the fee was paid, including an 
application, an appeal, or a request for 
an oral hearing, will not entitle a party 
to a refund of such fee. The Office will 
not refund amounts of twenty-five 
dollars or less unless a refund is 
specifically requested, and will not 
notify the payor of such amounts. If a 
party paying a fee or requesting a refund 
does not provide the banking 
information necessary for making 
refunds by electronic funds transfer (31 
U.S.C. 3332 and 31 CFR part 208), or 
instruct the Office that refunds are to be 
credited to a deposit account, the 
Director may require such information, 
or use the banking information on the 
payment instrument to make a refund. 
Any refund of a fee paid by credit card 
will be by a credit to the credit card 
account to which the fee was charged. 

(b) Any request for refund must be 
filed within two years from the date the 
fee was paid, except as otherwise 
provided in this paragraph, or in 
§ 1.28(a), § 1.117(b), or § 1.138(d). If the 
Office charges a deposit account by an 
amount other than an amount 
specifically indicated in an 
authorization (§ 1.25(b)), any request for 
refund based upon such charge must be 
filed within two years from the date of 
the deposit account statement indicating 
such charge, and include a copy of that 
deposit account statement. The time 
periods set forth in this paragraph are 
not extendable. 
* * * * * 
� 4. Section 1.52 is amended by revising 
paragraph (d)(2) to read as follows: 

§ 1.52 Language, paper, writing, margins, 
compact disc specifications. 

* * * * * 
(d) * * * 
(2) Provisional application. If a 

provisional application is filed in a 
language other than English and the 
benefit of such provisional application 
is claimed in a nonprovisional 
application, an English language 
translation of the non-English language 

provisional application will be required 
in the provisional application. See 
§ 1.78(b). 
* * * * * 
� 5. Section 1.53 is amended by revising 
paragraphs (b) and (c)(4) to read as 
follows: 

§ 1.53 Application number, filing date, and 
completion of application. 

* * * * * 
(b) Application filing requirements— 

Nonprovisional application. The filing 
date of an application for patent filed 
under this section, except for a 
provisional application under paragraph 
(c) of this section or a continued 
prosecution application under 
paragraph (d) of this section, is the date 
on which a specification as prescribed 
by 35 U.S.C. 112 containing a 
description pursuant to § 1.71 and at 
least one claim pursuant to § 1.75, and 
any drawing required by § 1.81(a) are 
filed in the Patent and Trademark 
Office. No new matter may be 
introduced into an application after its 
filing date. A continuing application, 
which may be a continuation, 
divisional, or continuation-in-part 
application, may be filed under this 
section if the conditions specified in 35 
U.S.C. 120, 121, or 365(c) and § 1.78 are 
met. 

(1) A continuation or divisional 
application that names as inventors the 
same or fewer than all of the inventors 
named in the prior application may be 
filed under paragraph (b) or (d) of this 
section. A continuation or divisional 
application naming an inventor not 
named in the prior application must be 
filed under paragraph (b) of this section. 
See § 1.78(a)(2) for the definition of a 
divisional application and § 1.78(a)(3) 
for the definition of a continuation 
application. 

(2) A continuation-in-part application 
must be filed under paragraph (b) of this 
section. See § 1.78(a)(4) for the 
definition of a continuation-in-part 
application. 

(c) * * * 
(4) A provisional application is not 

entitled to the right of priority under 35 
U.S.C. 119 or 365(a) or § 1.55, or to the 
benefit of an earlier filing date under 35 
U.S.C. 120, 121 or 365(c) or § 1.78 of any 
other application. No claim for priority 
under 35 U.S.C. 119(e) or § 1.78 may be 
made in a design application based on 
a provisional application. No request 
under § 1.293 for a statutory invention 
registration may be filed in a provisional 
application. The requirements of 
§§ 1.821 through 1.825 regarding 
application disclosures containing 
nucleotide and/or amino acid sequences 

are not mandatory for provisional 
applications. 
* * * * * 
� 6. Section 1.75 is amended by revising 
paragraphs (b) and (c) to read as follows: 

§ 1.75 Claim(s). 

* * * * * 
(b) More than one claim may be 

presented provided they differ 
substantially from each other and are 
not unduly multiplied. One or more 
claims may be presented in dependent 
form, referring back to and further 
limiting another claim or claims in the 
same application. A dependent claim 
must contain a reference to a claim 
previously set forth in the same 
application, incorporate by reference all 
the limitations of the previous claim to 
which such dependent claim refers, and 
specify a further limitation of the 
subject matter of the previous claim. 

(1) An applicant must file an 
examination support document in 
compliance with § 1.265 that covers 
each claim (whether in independent or 
dependent form) before the issuance of 
a first Office action on the merits of the 
application if the application contains 
or is amended to contain more than five 
independent claims or more than 
twenty-five total claims. An application 
may not contain or be amended to 
contain more than five independent 
claims or more than twenty-five total 
claims if an examination support 
document in compliance with § 1.265 
has not been filed before the issuance of 
a first Office action on the merits of the 
application. 

(2) A claim that refers to another 
claim but does not incorporate by 
reference all of the limitations of the 
claim to which such claim refers will be 
treated as an independent claim for fee 
calculation purposes under § 1.16 (or 
§ 1.492) and for purposes of paragraph 
(b) of this section. A claim that refers to 
a claim of a different statutory class of 
invention will also be treated as an 
independent claim for fee calculation 
purposes under § 1.16 (or § 1.492) and 
for purposes of paragraph (b) of this 
section. 

(3) The applicant will be notified if 
the application contains or is amended 
to contain more than five independent 
claims or more than twenty-five total 
claims but the applicant has not 
complied with the requirements set 
forth in paragraph (b)(1) or (b)(4) of this 
section. If the non-compliance appears 
to have been inadvertent, the notice will 
set a two-month time period that is not 
extendable under § 1.136(a) within 
which, to avoid abandonment of the 
application, the applicant must comply 
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with the requirements set forth in 
paragraph (b) of this section. 

(4) If a nonprovisional application 
contains at least one claim that is 
patentably indistinct from at least one 
claim in one or more other pending 
nonprovisional applications, and if such 
one or more other nonprovisional 
applications and the first 
nonprovisional application are owned 
by the same person, or are subject to an 
obligation of assignment to the same 
person, the Office will treat the claims 
(whether in independent or dependent 
form) in the first nonprovisional 
application and in each of such other 
pending nonprovisional applications as 
present in each of the nonprovisional 
applications for purposes of paragraph 
(b) of this section. 

(5) Claims withdrawn from 
consideration under §§ 1.141 through 
1.146 or § 1.499 as drawn to a non- 
elected invention or inventions will not, 
unless they are reinstated or rejoined, be 
taken into account in determining 
whether an application exceeds the five 
independent claim and twenty-five total 
claim threshold set forth in paragraphs 
(b)(1), (b)(3), and (b)(4) of this section. 

(c) Any dependent claim which refers 
to more than one other claim (‘‘multiple 
dependent claim’’) shall refer to such 
other claims in the alternative only. A 
multiple dependent claim shall not 
serve as a basis for any other multiple 
dependent claim. For fee calculation 
purposes under § 1.16 (or § 1.492) and 
for purposes of paragraph (b) of this 
section, a multiple dependent claim will 
be considered to be that number of 
claims to which direct reference is made 
therein. For fee calculation purposes 
under § 1.16 (or § 1.492) and for 
purposes of paragraph (b) of this 
section, any claim depending from a 
multiple dependent claim will be 
considered to be that number of claims 
to which direct reference is made in that 
multiple dependent claim. In addition 
to the other filing fees, any application 
which is filed with, or is amended to 
include, multiple dependent claims 
must have paid therein the fee set forth 
in § 1.16(j). A multiple dependent claim 
shall be construed to incorporate by 
reference all the limitations of each of 
the particular claims in relation to 
which it is being considered. 
* * * * * 
� 7. Section 1.76 is amended by revising 
paragraph (b)(5) to read as follows: 

§ 1.76 Application data sheet. 
* * * * * 

(b) * * * 
(5) Domestic priority information. 

This information includes the 
application number, the filing date, and 

relationship of each application for 
which a benefit is claimed under 35 
U.S.C. 120, 121, or 365(c). This 
information includes the application 
number and the filing date of each 
application for which a benefit is 
claimed under 35 U.S.C. 119(e). 
Providing this information in the 
application data sheet also constitutes 
the specific reference required by 35 
U.S.C. 119(e) or 120, and § 1.78(b)(3) or 
§ 1.78(d)(3), and need not otherwise be 
made part of the specification. 
* * * * * 
� 8. Section 1.78 is revised to read as 
follows: 

§ 1.78 Claiming benefit of earlier filing date 
and cross-references to other applications. 

(a) Definitions—(1) Continuing 
application. A continuing application is 
a nonprovisional application or an 
international application designating 
the United States of America that claims 
the benefit under 35 U.S.C. 120, 121, or 
365(c) of a prior-filed nonprovisional 
application or international application 
designating the United States of 
America. An application that does not 
claim the benefit under 35 U.S.C. 120, 
121, or 365(c) of a prior-filed 
application is not a continuing 
application even if the application 
claims the benefit under 35 U.S.C. 
119(e) of a provisional application, 
claims priority under 35 U.S.C. 119(a)- 
(d) or 365(b) to a foreign application, or 
claims priority under 35 U.S.C. 365(a) or 
(b) to an international application 
designating at least one country other 
than the United States of America. 

(2) Divisional application. A 
divisional application is a continuing 
application as defined in paragraph 
(a)(1) of this section that discloses and 
claims only an invention or inventions 
that were disclosed and claimed in a 
prior-filed application, but were subject 
to a requirement to comply with the 
requirement of unity of invention under 
PCT Rule 13 or a requirement for 
restriction under 35 U.S.C. 121 in the 
prior-filed application, and were not 
elected for examination and were not 
examined in any prior-filed application. 

(3) Continuation application. A 
continuation application is a continuing 
application as defined in paragraph 
(a)(1) of this section that discloses and 
claims only an invention or inventions 
that were disclosed in the prior-filed 
application. 

(4) Continuation-in-part application. 
A continuation-in-part application is a 
continuing application as defined in 
paragraph (a)(1) of this section that 
discloses subject matter that was not 
disclosed in the prior-filed application. 

(b) Claims under 35 U.S.C. 119(e) for 
the benefit of a prior-filed provisional 
application. A nonprovisional 
application, other than for a design 
patent, or an international application 
designating the United States of 
America may claim the benefit of one or 
more prior-filed provisional 
applications under the conditions set 
forth in 35 U.S.C. 119(e) and paragraph 
(b) of this section. 

(1) The nonprovisional application or 
international application designating 
the United States of America must be 
filed not later than twelve months after 
the date on which the provisional 
application was filed. This twelve- 
month period is subject to 35 U.S.C. 
21(b) and § 1.7(a). 

(2) Each prior-filed provisional 
application must name as an inventor at 
least one inventor named in the later- 
filed application. In addition, each 
prior-filed provisional application must 
be entitled to a filing date as set forth 
in § 1.53(c) and the basic filing fee set 
forth in § 1.16(d) must have been paid 
for such provisional application within 
the time period set forth in § 1.53(g). 

(3) Any nonprovisional application or 
international application designating 
the United States of America that claims 
the benefit of one or more prior-filed 
provisional applications must contain or 
be amended to contain a reference to 
each such prior-filed provisional 
application, identifying it by the 
provisional application number 
(consisting of series code and serial 
number). If the later-filed application is 
a nonprovisional application, the 
reference required by this paragraph 
must be included in an application data 
sheet (§ 1.76), or the specification must 
contain or be amended to contain such 
reference in the first sentence(s) 
following the title. 

(4) The reference required by 
paragraph (b)(3) of this section must be 
submitted during the pendency of the 
later-filed application. If the later-filed 
application is an application filed under 
35 U.S.C. 111(a), this reference must 
also be submitted within the later of 
four months from the actual filing date 
of the later-filed application or sixteen 
months from the filing date of the prior- 
filed provisional application. If the 
later-filed application is a 
nonprovisional application which 
entered the national stage from an 
international application after 
compliance with 35 U.S.C. 371, this 
reference must also be submitted within 
the later of four months from the date 
on which the national stage commenced 
under 35 U.S.C. 371(b) or (f) in the later- 
filed international application or sixteen 
months from the filing date of the prior- 
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filed provisional application. Except as 
provided in paragraph (c) of this 
section, failure to timely submit the 
reference is considered a waiver of any 
benefit under 35 U.S.C. 119(e) of the 
prior-filed provisional application. The 
time periods in this paragraph do not 
apply if the later-filed application is: 

(i) An application filed under 35 
U.S.C. 111(a) before November 29, 2000; 
or 

(ii) An international application filed 
under 35 U.S.C. 363 before November 
29, 2000. 

(5) If the prior-filed provisional 
application was filed in a language other 
than English and both an English- 
language translation of the prior-filed 
provisional application and a statement 
that the translation is accurate were not 
previously filed in the prior-filed 
provisional application, applicant will 
be notified and given a period of time 
within which to file the translation and 
the statement in the prior-filed 
provisional application. If the notice is 
mailed in a pending nonprovisional 
application, a timely reply to such a 
notice must include the filing in the 
nonprovisional application of either a 
confirmation that the translation and 
statement were filed in the provisional 
application, or an amendment or 
supplemental application data sheet 
withdrawing the benefit claim, or the 
nonprovisional application will be 
abandoned. The translation and 
statement may be filed in the 
provisional application, even if the 
provisional application has become 
abandoned. 

(c) Delayed claims under 35 U.S.C. 
119(e) for the benefit of a prior-filed 
provisional application. If the reference 
required by 35 U.S.C. 119(e) and 
paragraph (b)(3) of this section is 
presented in a nonprovisional 
application after the time period 
provided by paragraph (b)(4) of this 
section, the claim under 35 U.S.C. 
119(e) for the benefit of a prior-filed 
provisional application may be accepted 
if submitted during the pendency of the 
later-filed application and if the 
reference identifying the prior-filed 
application by provisional application 
number was unintentionally delayed. A 
petition to accept an unintentionally 
delayed claim under 35 U.S.C. 119(e) for 
the benefit of a prior-filed provisional 
application must be accompanied by: 

(1) The reference required by 35 
U.S.C. 119(e) and paragraph (b)(3) of 
this section to the prior-filed provisional 
application, unless previously 
submitted; 

(2) The surcharge set forth in § 1.17(t); 
and 

(3) A statement that the entire delay 
between the date the claim was due 
under paragraph (b)(4) of this section 
and the date the claim was filed was 
unintentional. The Director may require 
additional information where there is a 
question whether the delay was 
unintentional. 

(d) Claims under 35 U.S.C. 120, 121, 
or 365(c) for the benefit of a prior-filed 
nonprovisional or international 
application. A nonprovisional 
application (including an international 
application that has entered the national 
stage after compliance with 35 U.S.C. 
371) may claim the benefit of one or 
more prior-filed copending 
nonprovisional applications or 
international applications designating 
the United States of America under the 
conditions set forth in 35 U.S.C. 120 and 
paragraph (d) of this section. 

(1) A nonprovisional application that 
claims the benefit of one or more prior- 
filed copending nonprovisional 
applications or international 
applications designating the United 
States of America must satisfy the 
conditions set forth in at least one of 
paragraphs (d)(1)(i) through (d)(1)(vi) of 
this section. The Office will refuse to 
enter, or will delete if present, any 
specific reference to a prior-filed 
application that is not permitted by at 
least one of paragraphs (d)(1)(i) through 
(d)(1)(vi) of this section. The Office’s 
entry of, or failure to delete, a specific 
reference to a prior-filed application 
that is not permitted by at least one of 
paragraphs (d)(1)(i) through (d)(1)(vi) of 
this section does not constitute a waiver 
of the provisions of paragraph (d)(1) of 
this section. 

(i)(A) The nonprovisional application 
is either a continuation application as 
defined in paragraph (a)(3) of this 
section or a continuation-in-part 
application as defined in paragraph 
(a)(4) of this section that claims the 
benefit under 35 U.S.C. 120, 121, or 
365(c) of no more than two prior-filed 
applications; and 

(B) Any application whose benefit is 
claimed under 35 U.S.C. 120, 121, or 
365(c) in such nonprovisional 
application has its benefit claimed in no 
more than one other nonprovisional 
application, not including any 
nonprovisional application that satisfies 
the conditions set forth in paragraph 
(d)(1)(ii), (d)(1)(iii) or (d)(1)(vi) of this 
section. 

(ii)(A) The nonprovisional application 
is a divisional application as defined in 
paragraph (a)(2) of this section that 
claims the benefit under 35 U.S.C. 120, 
121, or 365(c) of a prior-filed 
application that was subject to a 
requirement to comply with the 

requirement of unity of invention under 
PCT Rule 13 or a requirement for 
restriction under 35 U.S.C. 121; and 

(B) The divisional application 
contains only claims directed to an 
invention or inventions that were 
identified in such requirement to 
comply with the requirement of unity of 
invention or requirement for restriction 
but were not elected for examination 
and were not examined in the prior- 
filed application or in any other 
nonprovisional application, except for a 
nonprovisional application that claims 
the benefit under 35 U.S.C. 120, 121, or 
365(c) of such divisional application 
and satisfies the conditions set forth in 
paragraph (d)(1)(iii) or (d)(1)(vi) of this 
section. 

(iii)(A) The nonprovisional 
application is a continuation 
application as defined in paragraph 
(a)(3) of this section that claims the 
benefit under 35 U.S.C. 120, 121, or 
365(c) of a divisional application that 
satisfies the conditions set forth in 
paragraph (d)(1)(ii) of this section; 

(B) The nonprovisional application 
discloses and claims only an invention 
or inventions that were disclosed and 
claimed in such divisional application; 

(C) The nonprovisional application 
claims the benefit under 35 U.S.C. 120, 
121, or 365(c) of only the divisional 
application, any application to which 
such divisional application claims 
benefit under 35 U.S.C. 120, 121, or 
365(c) in compliance with the 
conditions set forth in paragraph 
(d)(1)(ii) of this section, and no more 
than one intervening prior-filed 
nonprovisional application; and 

(D) The divisional application whose 
benefit is claimed under 35 U.S.C. 120, 
121, or 365(c) in such nonprovisional 
application has its benefit claimed in no 
more than one other nonprovisional 
application, not including any other 
divisional application that satisfies the 
conditions set forth in paragraph 
(d)(1)(ii) or any nonprovisional 
application that claims the benefit 
under 35 U.S.C. 120 or 365(c) of such 
other divisional application and 
satisfies the conditions set forth in 
paragraph (d)(1)(iii) or (d)(1)(vi) of this 
section. 

(iv)(A) The nonprovisional 
application claims benefit under 35 
U.S.C. 120 or 365(c) of a prior-filed 
international application designating 
the United States of America, and a 
Demand has not been filed and the basic 
national fee (§ 1.492(a)) has not been 
paid in the prior-filed international 
application and the prior-filed 
international application does not claim 
the benefit of any other nonprovisional 
application or international application 
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designating the United States of 
America; 

(B) The nonprovisional application is 
either a continuation application as 
defined in paragraph (a)(3) of this 
section or a continuation-in-part 
application as defined in paragraph 
(a)(4) of this section that claims the 
benefit under 35 U.S.C. 120, 121, or 
365(c) of no more than three prior-filed 
applications; and 

(C) Any application whose benefit is 
claimed under 35 U.S.C. 120, 121, or 
365(c) in such nonprovisional 
application has its benefit claimed in no 
more than two other nonprovisional 
applications, not including any 
nonprovisional application that satisfies 
the conditions set forth in paragraph 
(d)(1)(ii), (d)(1)(iii) or (d)(1)(vi) of this 
section. 

(v)(A) The nonprovisional application 
claims benefit under 35 U.S.C. 120 or 
365(c) of a prior-filed nonprovisional 
application filed under 35 U.S.C. 111(a), 
and such nonprovisional application 
became abandoned due to the failure to 
timely reply to an Office notice issued 
under § 1.53(f) and does not claim the 
benefit of any other nonprovisional 
application or international application 
designating the United States of 
America; 

(B) The nonprovisional application is 
either a continuation application as 
defined in paragraph (a)(3) of this 
section or a continuation-in-part 
application as defined in paragraph 
(a)(4) of this section that claims the 
benefit under 35 U.S.C. 120, 121, or 
365(c) of no more than three prior-filed 
applications; and 

(C) Any application whose benefit is 
claimed under 35 U.S.C. 120, 121, or 
365(c) in such nonprovisional 
application has its benefit claimed in no 
more than two other nonprovisional 
applications, not including any 
nonprovisional application that satisfies 
the conditions set forth in paragraph 
(d)(1)(ii), (d)(1)(iii) or (d)(1)(vi) of this 
section. 

(vi) The nonprovisional application is 
a continuing application as defined in 
paragraph (a)(1) of this section that 
claims the benefit under 35 U.S.C. 120, 
121, or 365(c) of a prior-filed 
application, is filed to obtain 
consideration of an amendment, 
argument, or evidence that could not 
have been submitted during the 
prosecution of the prior-filed 
application, and does not satisfy the 
conditions set forth in any of paragraphs 
(d)(1)(i) through (d)(1)(v) of this section. 
A petition must be filed in such 
nonprovisional application that is 
accompanied by the fee set forth in 
§ 1.17(f) and a showing that the 

amendment, argument, or evidence 
sought to be entered could not have 
been submitted during the prosecution 
of the prior-filed application. If the 
continuing application is an application 
filed under 35 U.S.C. 111(a), this 
petition must be submitted within four 
months from the actual filing date of the 
continuing application. If the 
continuing application is a 
nonprovisional application which 
entered the national stage from an 
international application after 
compliance with 35 U.S.C. 371, this 
petition must be submitted within four 
months from the date on which the 
national stage commenced under 35 
U.S.C. 371(b) or (f) in the international 
application. 

(2) Each prior-filed application must 
name as an inventor at least one 
inventor named in the later-filed 
application. In addition, each prior-filed 
application must either be: 

(i) An international application 
entitled to a filing date in accordance 
with PCT Article 11 and designating the 
United States of America; or 

(ii) A nonprovisional application 
under 35 U.S.C. 111(a) that is entitled to 
a filing date as set forth in § 1.53(b) or 
§ 1.53(d) for which the basic filing fee 
set forth in § 1.16 has been paid within 
the pendency of the application. 

(3) Except for a continued prosecution 
application filed under § 1.53(d), any 
nonprovisional application, or 
international application designating 
the United States of America, that 
claims the benefit of one or more prior- 
filed nonprovisional applications or 
international applications designating 
the United States of America must 
contain or be amended to contain a 
reference to each such prior-filed 
application, identifying it by application 
number (consisting of the series code 
and serial number) or international 
application number and international 
filing date. The reference must also 
identify the relationship of the 
applications (i.e., whether the later-filed 
application is a continuation, divisional, 
or continuation-in-part of the prior-filed 
nonprovisional application or 
international application). If an 
application is identified as a 
continuation-in-part application, the 
applicant must identify the claim or 
claims in the continuation-in-part 
application for which the subject matter 
is disclosed in the manner provided by 
the first paragraph of 35 U.S.C. 112 in 
the prior-filed application. If the later- 
filed application is a nonprovisional 
application, the reference required by 
this paragraph must be included in an 
application data sheet (§ 1.76), or the 
specification must contain or be 

amended to contain such reference in 
the first sentence(s) following the title. 

(4) The reference required by 35 
U.S.C. 120 and paragraph (d)(3) of this 
section must be submitted during the 
pendency of the later-filed application. 
If the later-filed application is an 
application filed under 35 U.S.C. 111(a), 
this reference must also be submitted 
within the later of four months from the 
actual filing date of the later-filed 
application or sixteen months from the 
filing date of the prior-filed application. 
If the later-filed application is a 
nonprovisional application which 
entered the national stage from an 
international application after 
compliance with 35 U.S.C. 371, this 
reference must also be submitted within 
the later of four months from the date 
on which the national stage commenced 
under 35 U.S.C. 371(b) or (f) in the later- 
filed international application or sixteen 
months from the filing date of the prior- 
filed application. Except as provided in 
paragraph (e) of this section, failure to 
timely submit the reference required by 
35 U.S.C. 120 and paragraph (d)(3) of 
this section is considered a waiver of 
any benefit under 35 U.S.C. 120, 121, or 
365(c) to the prior-filed application. The 
time periods in this paragraph do not 
apply if the later-filed application is: 

(i) An application for a design patent; 
(ii) An application filed under 35 

U.S.C. 111(a) before November 29, 2000; 
or 

(iii) An international application filed 
under 35 U.S.C. 363 before November 
29, 2000. 

(5) The request for a continued 
prosecution application under § 1.53(d) 
is the specific reference required by 35 
U.S.C. 120 to the prior-filed application. 
The identification of an application by 
application number under this section is 
the identification of every application 
assigned that application number 
necessary for a specific reference 
required by 35 U.S.C. 120 to every such 
application assigned that application 
number. 

(6) Cross-references to other related 
applications may be made when 
appropriate. Cross-references to 
applications for which a benefit is not 
claimed under title 35, United States 
Code, must be located in a paragraph 
that is separate from the paragraph 
containing the references to applications 
for which a benefit is claimed under 35 
U.S.C. 119(e), 120, 121, or 365(c) that is 
required by 35 U.S.C. 119(e) or 120 and 
this section. 

(e) Delayed claims under 35 U.S.C. 
120, 121, or 365(c) for the benefit of a 
prior-filed nonprovisional application 
or international application. If the 
reference required by 35 U.S.C. 120 and 
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paragraph (d)(3) of this section is 
presented after the time period provided 
by paragraph (d)(4) of this section, the 
claim under 35 U.S.C. 120, 121, or 
365(c) for the benefit of a prior-filed 
copending nonprovisional application 
or international application designating 
the United States of America may be 
accepted if the reference identifying the 
prior-filed application by application 
number or international application 
number and international filing date 
was unintentionally delayed. A petition 
to accept an unintentionally delayed 
claim under 35 U.S.C. 120, 121, or 
365(c) for the benefit of a prior-filed 
application must be accompanied by: 

(1) The reference required by 35 
U.S.C. 120 and paragraph (d)(3) of this 
section to the prior-filed application, 
unless previously submitted; 

(2) The surcharge set forth in § 1.17(t); 
and 

(3) A statement that the entire delay 
between the date the claim was due 
under paragraph (d)(4) of this section 
and the date the claim was filed was 
unintentional. The Director may require 
additional information where there is a 
question whether the delay was 
unintentional. 

(f) Applications and patents naming 
at least one inventor in common. (1)(i) 
The applicant in a nonprovisional 
application that has not been allowed 
(§ 1.311) must identify by application 
number (i.e., series code and serial 
number) and patent number (if 
applicable) each other pending or 
patented nonprovisional application, in 
a separate paper, for which the 
following conditions are met: 

(A) The nonprovisional application 
has a filing date that is the same as or 
within two months of the filing date of 
the other pending or patented 
nonprovisional application, taking into 
account any filing date for which a 
benefit is sought under title 35, United 
States Code; 

(B) The nonprovisional application 
names at least one inventor in common 
with the other pending or patented 
nonprovisional application; and 

(C) The nonprovisional application is 
owned by the same person, or subject to 
an obligation of assignment to the same 
person, as the other pending or patented 
nonprovisional application. 

(ii) The identification of such one or 
more other pending or patented 
nonprovisional applications if required 
by paragraph (f)(1)(i) of this section 
must be submitted within the later of: 

(A) Four months from the actual filing 
date in a nonprovisional application 
filed under 35 U.S.C. 111(a); 

(B) Four months from the date on 
which the national stage commenced 

under 35 U.S.C. 371(b) or (f) in a 
nonprovisional application entering the 
national stage from an international 
application under 35 U.S.C. 371; or 

(C) Two months from the mailing date 
of the initial filing receipt in such other 
nonprovisional application for which 
identification is required by paragraph 
(f)(1)(i) of this section. 

(2)(i) A rebuttable presumption shall 
exist that a nonprovisional application 
contains at least one claim that is not 
patentably distinct from at least one of 
the claims in another pending or 
patented nonprovisional application if 
the following conditions are met: 

(A) The nonprovisional application 
has a filing date that is the same as the 
filing date of the other pending or 
patented nonprovisional application, 
taking into account any filing date for 
which a benefit is sought under title 35, 
United States Code; 

(B) The nonprovisional application 
names at least one inventor in common 
with the other pending or patented 
nonprovisional application; 

(C) The nonprovisional application is 
owned by the same person, or subject to 
an obligation of assignment to the same 
person, as the other pending or patented 
nonprovisional application; and 

(D) The nonprovisional application 
and the other pending or patented 
nonprovisional application contain 
substantial overlapping disclosure. 
Substantial overlapping disclosure 
exists if the other pending or patented 
nonprovisional application has written 
description support under the first 
paragraph of 35 U.S.C. 112 for at least 
one claim in the nonprovisional 
application. 

(ii) If the conditions specified in 
paragraph (f)(2)(i) of this section exist, 
the applicant in the nonprovisional 
application must, unless the 
nonprovisional application has been 
allowed (§ 1.311), take one of the 
following actions within the time period 
specified in paragraph (f)(2)(iii) of this 
section: 

(A) Rebut this presumption by 
explaining how the application contains 
only claims that are patentably distinct 
from the claims in each of such other 
pending nonprovisional applications or 
patents; or 

(B) Submit a terminal disclaimer in 
accordance with § 1.321(c). In addition, 
where one or more other pending 
nonprovisional applications have been 
identified, the applicant must explain 
why there are two or more pending 
nonprovisional applications naming at 
least one inventor in common and 
owned by the same person, or subject to 
an obligation of assignment to the same 

person, which contain patentably 
indistinct claims. 

(iii) If the conditions specified in 
paragraph (f)(2)(i) of this section exist, 
the applicant in the nonprovisional 
application must, unless the 
nonprovisional application has been 
allowed (§ 1.311), take one of the actions 
specified in paragraph (f)(2)(ii) of this 
section within the later of: 

(A) Four months from the actual filing 
date of a nonprovisional application 
filed under 35 U.S.C. 111(a); 

(B) Four months from the date on 
which the national stage commenced 
under 35 U.S.C. 371(b) or (f) in a 
nonprovisional application entering the 
national stage from an international 
application under 35 U.S.C. 371; 

(C) The date on which a claim that is 
not patentably distinct from at least one 
of the claims in the one or more other 
pending or patented nonprovisional 
applications is presented; or 

(D) Two months from the mailing date 
of the initial filing receipt in the one or 
more other pending or patented 
nonprovisional applications. 

(3) In the absence of good and 
sufficient reason for there being two or 
more pending nonprovisional 
applications owned by the same person, 
or subject to an obligation of assignment 
to the same person, which contain 
patentably indistinct claims, the Office 
may require elimination of the 
patentably indistinct claims from all but 
one of the applications. 

(g) Applications or patents under 
reexamination naming different 
inventors and containing patentably 
indistinct claims. If an application or a 
patent under reexamination and at least 
one other application naming different 
inventors are owned by the same party 
and contain patentably indistinct 
claims, and there is no statement of 
record indicating that the claimed 
inventions were commonly owned or 
subject to an obligation of assignment to 
the same person at the time the later 
invention was made, the Office may 
require the assignee to state whether the 
claimed inventions were commonly 
owned or subject to an obligation of 
assignment to the same person at the 
time the later invention was made, and 
if not, indicate which named inventor is 
the prior inventor. 

(h) Parties to a joint research 
agreement. If an application discloses or 
is amended to disclose the names of 
parties to a joint research agreement 
under 35 U.S.C. 103(c)(2)(C), the parties 
to the joint research agreement are 
considered to be the same person for 
purposes of this section. If the 
application is amended to disclose the 
names of parties to a joint research 
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agreement, the identification of such 
one or more other nonprovisional 
applications as required by paragraph 
(f)(1) of this section must be submitted 
with such amendment unless such 
identification is or has been submitted 
within the four-month period specified 
in paragraph (f)(1) of this section. 

(i) Time periods not extendable: The 
time periods set forth in this section are 
not extendable. 
� 9. Section 1.104 is amended by 
revising paragraphs (a)(1) and (b) to read 
as follows: 

§ 1.104 Nature of examination. 

(a) Examiner’s action. (1) On taking 
up an application for examination or a 
patent in a reexamination proceeding, 
the examiner shall make a thorough 
study thereof and shall make a thorough 
investigation of the available prior art 
relating to the subject matter of the 
claimed invention. The examination 
shall be complete with respect both to 
compliance of the application or patent 
under reexamination with the 
applicable statutes, rules, and other 
requirements, and to the patentability of 
the invention as claimed, as well as 
with respect to matters of form, unless 
otherwise indicated. 
* * * * * 

(b) Completeness of examiner’s 
action. The examiner’s action will be 
complete as to all matters, except that in 
appropriate circumstances, such as 
misjoinder of invention, fundamental 
defects in the application, and the like, 
the action of the examiner may be 
limited to such matters before further 
action is made. 
* * * * * 
� 10. Section 1.105 is amended by 
adding a new paragraph (a)(1)(ix) to 
read as follows: 

§ 1.105 Requirements for information. 

(a)(1) * * * 
(ix) Support in the specification: 

Where (by page and line or paragraph 
number) in the specification of the 
application, or any application the 
benefit of whose filing date is sought 
under title 35, United States Code, there 
is written description support for the 
invention as defined in the claims 
(whether in independent or dependent 
form), and of the manner and process of 
making and using it, in such full, clear, 
concise, and exact terms as to enable 
any person skilled in the art to which 
it pertains, or with which it is most 
nearly connected, to make and use the 
invention, under the first paragraph of 
35 U.S.C. 112. 
* * * * * 

� 11. Section 1.110 is revised to read as 
follows: 

§ 1.110 Inventorship and date of invention 
of the subject matter of individual claims. 

When more than one inventor is 
named in an application or patent, the 
Office may require an applicant, 
patentee, or owner to identify the 
inventive entity of the subject matter of 
each claim in the application or patent 
when necessary for purposes of an 
Office proceeding. Where appropriate, 
the invention dates of the subject matter 
of each claim and the ownership of the 
subject matter on the date of invention 
may be required of the applicant, 
patentee or owner. See also §§ 1.78 and 
1.130. 
� 12. Section 1.114 is amended by 
revising paragraphs (a) and (d), and by 
adding new paragraphs (f), (g), and (h), 
to read as follows: 

§ 1.114 Request for continued 
examination. 

(a) If prosecution in an application is 
closed, an applicant may, subject to the 
conditions of this section, file a request 
for continued examination of the 
application accompanied by a 
submission, the fee set forth in § 1.17(e), 
and if required, a petition under 
paragraph (g) of this section 
accompanied by the fee set forth in 
§ 1.17(f), prior to the earliest of: 

(1) Payment of the issue fee, unless a 
petition under § 1.313 is granted; 

(2) Abandonment of the application; 
or 

(3) The filing of a notice of appeal to 
the U.S. Court of Appeals for the 
Federal Circuit under 35 U.S.C. 141, or 
the commencement of a civil action 
under 35 U.S.C. 145 or 146, unless the 
appeal or civil action is terminated. 
* * * * * 

(d) If an applicant files a request for 
continued examination under this 
section after appeal, but prior to a 
decision on the appeal, the request for 
continued examination will also be 
treated as a request to withdraw the 
appeal and to reopen prosecution of the 
application before the examiner. An 
appeal brief (§ 41.37 of this title), a reply 
brief (§ 41.41 of this title), or related 
papers will not be considered a 
submission under this section. 
* * * * * 

(f) An applicant may file a request for 
continued examination under this 
section in an application without a 
petition under paragraph (g) of this 
section if the conditions set forth in at 
least one of paragraphs (f)(1), (f)(2), or 
(f)(3) of this section are satisfied: 

(1) A request for continued 
examination under this section has not 
previously been filed in any of: 

(i) The application; 
(ii) Any application whose benefit is 

claimed under 35 U.S.C. 120, 121, or 
365(c) in such application; and 

(iii) Any application that claims the 
benefit under 35 U.S.C. 120, 121, or 
365(c) of such application, not 
including any nonprovisional 
application that satisfies the conditions 
set forth in § 1.78(d)(1)(ii), (d)(1)(iii) or 
(d)(1)(vi). 

(2) The application is a divisional 
application that satisfies the conditions 
set forth in § 1.78(d)(1)(ii), and a request 
for continued examination under this 
section has not previously been filed in 
any of: 

(i) The divisional application; and 
(ii) Any application that claims the 

benefit under 35 U.S.C. 120, 121, or 
365(c) of such divisional application, 
not including any nonprovisional 
application that satisfies the conditions 
set forth in § 1.78(d)(1)(ii), (d)(1)(iii) or 
(d)(1)(vi). 

(3) The application is a continuation 
application that claims the benefit 
under 35 U.S.C. 120, 121, or 365(c) of 
a divisional application and satisfies the 
conditions set forth in § 1.78(d)(1)(iii), 
and a request for continued examination 
under this section has not been filed in 
any of: 

(i) The continuation application; 
(ii) The divisional application; and 
(iii) Any other application that claims 

the benefit under 35 U.S.C. 120, 121, or 
365(c) of such divisional application, 
not including any nonprovisional 
application that satisfies the conditions 
set forth in § 1.78(d)(1)(ii), (d)(1)(iii) or 
(d)(1)(vi). 

(g) A request for continued 
examination must include a petition 
accompanied by the fee set forth in 
§ 1.17(f) and a showing that the 
amendment, argument, or evidence 
sought to be entered could not have 
been submitted prior to the close of 
prosecution in the application, except as 
otherwise provided in paragraph (f) of 
this section. 

(h) The filing of an improper request 
for continued examination, including a 
request for continued examination with 
a petition under paragraph (g) of this 
section that is not grantable, will not 
stay any period for reply that may be 
running against the application, nor act 
as a stay of other proceedings. 

� 13. Section 1.117 is added to read as 
follows: 
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§ 1.117 Refund due to cancellation of 
claim. 

(a) If an amendment canceling a claim 
is filed before an examination on the 
merits has been made of the application, 
the applicant may request a refund of 
any fee under § 1.16(h), (i), or (j) or 
under § 1.492(d), (e), or (f) paid on or 
after December 8, 2004, for such claim. 
If an amendment adding one or more 
claims is also filed before the 
application has been taken up for 
examination on the merits, the Office 
may apply any refund under § 1.117 to 
any excess claims fees due as a result of 
such an amendment. The date indicated 
on any certificate of mailing or 
transmission under § 1.8 will not be 
taken into account in determining 
whether an amendment canceling a 
claim was filed before an examination 
on the merits has been made of the 
application. 

(b) If a request for refund under this 
section is not filed within two months 
from the date on which the claim was 
canceled, the Office may retain the 
excess claims fee paid in the 
application. This two-month period is 
not extendable. If an amendment 
canceling a claim is not filed before an 
examination on the merits has been 
made of the application, the Office will 
not refund any part of the excess claims 
fee paid in the application except as 
provided in § 1.26. 
� 14. Section 1.136 is amended by 
revising paragraph (a)(1) to read as 
follows: 

§ 1.136 Extensions of time. 

(a)(1) If an applicant is required to 
reply within a nonstatutory or shortened 
statutory time period, applicant may 
extend the time period for reply up to 
the earlier of the expiration of any 
maximum period set by statute or five 
months after the time period set for 
reply, if a petition for an extension of 
time and the fee set in § 1.17(a) are filed, 
unless: 

(i) Applicant is notified otherwise in 
an Office action; 

(ii) The reply is to a notice requiring 
compliance with § 1.75(b) or § 1.265; 

(iii) The reply is a reply brief 
submitted pursuant to § 41.41 of this 
title; 

(iv) The reply is a request for an oral 
hearing submitted pursuant to § 41.47(a) 
of this title; 

(v) The reply is to a decision by the 
Board of Patent Appeals and 
Interferences pursuant to § 1.304 or to 
§ 41.50 or § 41.52 of this title; or 

(vi) The application is involved in a 
contested case (§ 41.101(a) of this title). 
* * * * * 

� 15. Section 1.142 is amended by 
revising paragraph (a) and adding new 
paragraph (c) to read as follows: 

§ 1.142 Requirement for restriction. 

(a) If two or more independent and 
distinct inventions are claimed in a 
single application, the examiner in an 
Office action may require the applicant 
in the reply to that action to elect an 
invention to which the claims will be 
restricted, this official action being 
called a requirement for restriction (also 
known as a requirement for division). 
Such requirement will normally be 
made before any action on the merits; 
however, it may be made at any time 
before final action. 
* * * * * 

(c) If two or more independent and 
distinct inventions are claimed in a 
single application, the applicant may 
file a suggested requirement for 
restriction under this paragraph. Any 
suggested requirement for restriction 
must be filed prior to the earlier of the 
first Office action on the merits or an 
Office action that contains a 
requirement to comply with the 
requirement of unity of invention under 
PCT Rule 13 or a requirement for 
restriction under 35 U.S.C. 121 in the 
application. Any suggested requirement 
for restriction must also be accompanied 
by an election without traverse of an 
invention to which there are no more 
than five independent claims and no 
more than twenty-five total claims, and 
must identify the claims to the elected 
invention. If the suggested requirement 
for restriction is accepted, the applicant 
will be notified in an Office action that 
will contain a requirement for 
restriction under paragraph (a) of this 
section. Any claim to the non-elected 
invention or inventions, if not canceled, 
is by the election withdrawn from 
further consideration. 

� 16. Section 1.145 is revised to read as 
follows: 

§ 1.145 Subsequent presentation of claims 
for different invention. 

If, after an Office action on the merits 
on an application, the applicant 
presents claims directed to an invention 
distinct from and independent of the 
invention previously claimed, the 
applicant may be required to restrict the 
claims to the invention previously 
claimed if the amendment is entered, 
subject to reconsideration and review as 
provided in §§ 1.143 and 1.144. 

� 17. Section 1.265 is added to read as 
follows: 

§ 1.265 Examination support document. 
(a) An examination support document 

as used in this part means a document 
that includes the following: 

(1) A statement that a preexamination 
search in compliance with paragraph (b) 
of this section was conducted, including 
an identification of the field of search by 
United States class and subclass and the 
date of the search, where applicable, 
and, for database searches, the search 
logic or chemical structure or sequence 
used as a query, the name of the file or 
files searched and the database service, 
and the date of the search; 

(2) A listing of the reference or 
references deemed most closely related 
to the subject matter of each of the 
claims (whether in independent or 
dependent form) in compliance with 
paragraph (c) of this section; 

(3) For each reference cited, an 
identification of all of the limitations of 
each of the claims (whether in 
independent or dependent form) that 
are disclosed by the reference; 

(4) A detailed explanation particularly 
pointing out how each of the 
independent claims is patentable over 
the cited references; and 

(5) A showing of where each 
limitation of each of the claims (whether 
in independent or dependent form) 
finds support under the first paragraph 
of 35 U.S.C. 112 in the written 
description of the specification. If the 
application claims the benefit of one or 
more applications under title 35, United 
States Code, the showing must also 
include where each limitation of each of 
the claims finds support under the first 
paragraph of 35 U.S.C. 112 in each such 
priority or benefit application in which 
such support exists. 

(b) The preexamination search 
referred to in paragraph (a)(1) of this 
section must involve U.S. patents and 
patent application publications, foreign 
patent documents, and non-patent 
literature, unless the applicant justifies 
with reasonable certainty that no 
references more pertinent than those 
already identified are likely to be found 
in the eliminated source and includes 
such a justification with the statement 
required by paragraph (a)(1) of this 
section. The preexamination search 
referred to in paragraph (a)(1) of this 
section must be directed to the claimed 
invention and encompass all of the 
limitations of each of the claims 
(whether in independent or dependent 
form), giving the claims the broadest 
reasonable interpretation. 

(c) The listing of references required 
under paragraph (a)(2) of this section as 
part of an examination support 
document must include a list 
identifying each of the cited references 
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in compliance with paragraphs (c)(1) 
and (c)(2) of this section, a copy of each 
reference if required by paragraph (c)(3) 
of this section, and each English 
language translation if required by 
paragraph (c)(4) of this section. 

(1) The list of cited references must 
itemize U.S. patents and U.S. patent 
application publications (including 
international applications designating 
the U.S.) in a section separate from the 
list of other references. Each page of the 
list of the cited references must include: 

(i) The application number, if known, 
of the application in which the 
examination support document is being 
filed; 

(ii) A column that provides a space 
next to each cited reference for the 
examiner’s initials; and 

(iii) A heading that clearly indicates 
that the list is part of an examination 
support document listing of references. 

(2) The list of cited references must 
identify each cited reference as follows: 

(i) Each U.S. patent must be identified 
by first named patentee, patent number, 
and issue date. 

(ii) Each U.S. patent application 
publication must be identified by 
applicant, patent application 
publication number, and publication 
date. 

(iii) Each U.S. application must be 
identified by the applicant, application 
number, and filing date. 

(iv) Each foreign patent or published 
foreign patent application must be 
identified by the country or patent office 
which issued the patent or published 
the application, an appropriate 
document number, and the publication 
date indicated on the patent or 
published application. 

(v) Each publication must be 
identified by publisher (e.g., name of 
journal), author (if any), title, relevant 
pages of the publication, date, and place 
of publication. 

(3) The listing of references required 
under paragraph (a)(2) of this section 
must also be accompanied by a legible 
copy of each cited reference, except for 
references that are U.S. patents or U.S. 
patent application publications. 

(4) If a non-English language 
document is being cited in the listing of 
references required under paragraph 
(a)(2) of this section as part of an 
examination support document, any 
existing English language translation of 
the non-English language document 
must also be submitted if the translation 
is within the possession, custody, or 
control of, or is readily available to any 
individual identified in § 1.56(c). 

(d) If an information disclosure 
statement is filed in an application in 

which an examination support 
document is required and has been 
filed, the applicant must also file a 
supplemental examination support 
document addressing the reference or 
references in the manner required under 
paragraphs (a)(3) and (a)(4) of this 
section unless the information 
disclosure statement cites only 
references that are less closely related to 
the subject matter of one or more claims 
(whether in independent or dependent 
form) than the references cited in the 
examination support document listing 
of references under paragraph (a)(2) of 
this section. 

(e) If an examination support 
document is required, but the 
examination support document or 
preexamination search is deemed to be 
insufficient, or the claims have been 
amended such that the examination 
support document no longer covers each 
of the claims, applicant will be notified 
and given a two-month time period that 
is not extendable under § 1.136(a) 
within which, to avoid abandonment of 
the application, the applicant must: 

(1) File a corrected or supplemental 
examination support document in 
compliance with this section that covers 
each of the claims (whether in 
independent or dependent form); or 

(2) Amend the application such that 
it contains no more than five 
independent claims and no more than 
twenty-five total claims. 

(f) An examination support document, 
or a corrected or supplemental 
examination support document, is not 
required to comply with the 
requirements set forth in paragraph 
(a)(3) of this section if the examination 
support document is accompanied by a 
certification that any rights in the 
application have not been assigned, 
granted, conveyed, or licensed, and 
there is no obligation under contract or 
law to assign, grant, convey, or license 
any rights in the application, other than 
a security interest that has not been 
defaulted upon, to any entity other than: 

(1) A business or other concern: 
(i) Whose number of employees, 

including affiliates, does not exceed 500 
persons; and 

(ii) Which has not assigned, granted, 
conveyed, or licensed (and is under no 
obligation to do so) any rights in the 
invention to any person who made it 
and could not be classified as an 
independent inventor, or to any concern 
which would not qualify as a non-profit 
organization or a small business concern 
under paragraph (f)(1)(i) of this section. 

(2) A not-for-profit enterprise which is 
independently owned and operated and 
is not dominant in its field; or 

(3) A government of a city, county, 
town, township, village, school district, 
or special district, with a population of 
less than fifty thousand. 

� 18. Section 1.495 is amended by 
revising paragraph (g) to read as follows: 

§ 1.495 Entering the national stage in the 
United States of America. 

* * * * * 
(g) The documents and fees submitted 

under paragraphs (b) and (c) of this 
section must be clearly identified as a 
submission to enter the national stage 
under 35 U.S.C. 371. If the documents 
and fees contain conflicting indications 
as between an application under 35 
U.S.C. 111 and a submission to enter the 
national stage under 35 U.S.C. 371, the 
documents and fees will be treated as a 
submission to enter the national stage 
under 35 U.S.C. 371. 
* * * * * 

� 19. Section 1.704 is amended by 
redesignating paragraph (c)(11) as 
(c)(12) and adding new paragraph 
(c)(11) to read as follows: 

§ 1.704 Reduction of period of adjustment 
of patent term. 

* * * * * 
(c) * * * 
(11) Failure to comply with § 1.75(b), 

in which case the period of adjustment 
set forth in § 1.703 shall be reduced by 
the number of days, if any, beginning on 
the day after the date that is the later of 
the filing date of the amendment 
resulting in the non-compliance with 
§ 1.75(b), or four months from the filing 
date of the application in an application 
under 35 U.S.C. 111(a) or from the date 
on which the national stage commenced 
under 35 U.S.C. 371(b) or (f) in an 
application which entered the national 
stage from an international application 
after compliance with 35 U.S.C. 371, 
and ending on the date that an 
examination support document in 
compliance with § 1.265, an election in 
reply to a requirement under § 1.142(a), 
1.146 or 1.499 resulting in compliance 
with § 1.75(b), an amendment resulting 
in compliance with § 1.75(b), or a 
suggested restriction requirement in 
compliance with § 1.142(c), was filed; 
* * * * * 

Dated: August 2, 2007. 
Jon W. Dudas, 
Under Secretary of Commerce for Intellectual 
Property and Director of the United States 
Patent and Trademark Office. 
[FR Doc. E7–15565 Filed 8–20–07; 8:45 am] 
BILLING CODE 3510–16–P 
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